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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 36 appears to improperly recite a Markush group. Consequently, it is 
impossible to determine which elements of the group are required by the claim. When 
materials recited in a claim are so related as to constitute a proper Markush group, they 
may be recited in the conventional manner, or alternatively. For example, if "wherein R 
is a material selected from the group consisting of A, B, C and D" is a proper limitation, 
then "wherein R is A, B, C or D" shall also be considered proper (emphasis added). 
See MPEP § 2173.05(h). In particular, the use of "or" in line 6 leads to an improper 
Markush group. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 36 is rejected under 35 U.S.C. 102(b) as being anticipated by 
ULTRAFOAMsic, a foam product of ULTRAMET. 

ULTRAFOAMsic is an abrasive carbon foam that displays physical properties 
corresponding to those of the instant claimed density, tensile strength, and shear 
strength (Table: Typical Physical Properties, Graph: Strength; 
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www.ultramet.com/9.htm). As the instant claim is a product-by-process claim, it is not 
required of the examiner to meet the process limitations absent a showing of criticality 
of the process. Attention is drawn to MPEP 2113 where it is disclosed, "Even though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production." In re Thorpe, 777 F.2d 695, 227 USPQ 964, 996 
(Fed. Cir. 1985). Therefore, it is the examiner's position that ULTRAFOAM S ic 
anticipates the claimed abrasive carbon foam especially with regard to the values of 
density, tensile strength, and shear strength. Furthermore, although there is no mention 
of abrasive applications, it is the examiner's position that due to the physical properties 
described and its porous structure, the foam would inherently be capable of being used 
for abrasive applications, and therefore categorized as an abrasive foam. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Malini Krishnan whose telephone number is 571-272- 
6519. The examiner can normally be reached on Monday through Friday, 8:00 am - 
5:00 pm, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Malini Krishnan /}ll)J ^rs^ fi ' 





